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DETAILED ACTION 
Repeated Rejections 

1 . The 35 U.S.C. 102(b) of claim 12 as being anticipated by DeRusha et al. (USPN 
4,484,574) in the office action dated August 23, 2010 is repeated as Applicant's arguments in the 
response dated February 23, 201 1 are found to be unpersuasive. The rejection is repeated below 
for Applicant's convenience. 

DeRusha et al. discloses an adhesive tape (Abstract) comprising: a polymer layer having 
a thickness between 0.03 1" and 0.236" (Column 2, lines 14 - 23), the polymer layer defining a 
first side (Figure 1, #16); and a double sided adhesive layer where one side of the double sided 
adhesive layer 1 is in substantially continuous contact with the first side of the polymer layer 
(Figure 1, #12) and an opposing side of the double sided adhesive layer is disposed to adhere to 
the flooring environment (Column 3, lines 28 - 52; Figure 1, #12, wherein the adhesive can 
attach to any substrate surface, Column 5, lines 1 - 5); where the adhesive tape has a peel 
adhesion of 250 g/cm to 850 g/cm width, which meets the limitation of a peel adhesion greater 
than 2.0 lb/in width (2.0 lb/in width converts to 357 g/cm width) (Column 3, lines 41 - 52) as in 
claim 12. 

As to the limitation of "adhesive layer is disposed to adhere to the flooring 
environment", the term disposed, as defined by Merriam- Webster's , means "to give a tendency 



1 The Examiner notes that any layer of adhesive has two sides, each side having adhesive properties. Therefore, the 
reference's disclosure of a layer of adhesive anticipates the claim limitation of a double sided adhesive layer. 
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to". Since the adhesive tape of DeRusha et al. meets the claim limitations, it would be capable 
of, or disposed to, adhere to a flooring environment. 

2. The 35 U.S.C. 103(a) of claims 1 - 3, 5, 7, 9 and 10 over Jonhston et al. (USPN 
3,895,153) in the office action dated August 23, 2010 is repeated as Applicant's arguments in the 
response dated February 23, 201 1 are found to be unpersuasive. The rejection is repeated below 
for Applicant's convenience. 

As to claim 1, Johnston et al. discloses an adhesive article that can be formed into any 
shape, (Abstract; Column 8, lines 16 - 20) comprising a polymer layer having a Shore A 
Hardness of between about 60 and 95 (Figure 4, #18; Column 4, lines 51-55) and a 
substantially uniform thickness of 10 to 60 mils or 0.010" to 0.060" (Figure 4, #18; Column 5, 
lines 48 - 52); and a layer of adhesive attached to said polymer layer (Figure 6, #38). 

Johnston et al. differs from claim 1 in two ways. First, Johnston et al. fails to disclose an 
anticipatory example, or ranges that are sufficiently specific to anticipate the ranges of Shore A 
Hardness, polymer layer thickness (claim 1). However, Johnson et al. teaches a range of Shore 
A Hardness of between about 60 and 95 (Column 4, lines 51-55) which overlaps the claim 1 
range of between about 92 and 100. Johnston et al. teaches a polymer layer thickness of 0.010 to 
0.060" which overlaps the claim 1 range of between about 0.020 and 0.065". Overlapping ranges 
have been held to establish prima facie obviousness. See MPEP 2144.05. 
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Therefore, it would have been obvious to one of ordinary skill in the art to have selected 
from the overlapping portion of the ranges of Shore A Hardness and thickness taught by 
Johnston et al. because overlapping ranges have been held to establish prima facie obviousness. 

Second, Johnson et al. fail to specifically refer to its article as being an "adhesive tape." 
Johnston et al. teaches that the article can be formed into any shape, (Abstract; Column 8, lines 
16 - 20). The term "tape," as defined by Merriam- Webster ' s , means "a narrow flexible strip or 
band." And, it is well settled that a particular shape of a prior invention carries no patentable 
weight unless the applicant can demonstrate that the new shape provides significant unforeseen 
improvements to the invention. In the instant case, the application does not indicate any new, 
significant attributes of the invention due to its shape which would have been unforeseen to one 
of ordinary skill in the art. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to change the shape to change the shape of the adhesive article to be in the form of a 
narrow strip or band. One skilled in the art would have been motivated to do so in order to 
change the appearance of the adhesive article. MPEP 2144.04 IV. 

With regard to claim 2, the article contains a substrate attached to an outermost side of 
said layer of adhesive (Figure 6, # 39). 

For claim 3, the polymer layer includes a textured surface (Figure 4, #18). 

Regarding claim 5, the polymer layer includes coloring pigment (Column 5, lines 38 - 

48). 
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As in claim 7, the adhesive comprises a rubberized double-sided tape (Column 3, lines 43 
- 49, since the adhesive has adhesive qualities on the opposite sides of the layer, it reads upon a 
double side adhesive product). 

With regard to claim 9, polymer layer has a Shore A Hardness of between about 60 and 
95, thereby meeting the limitation of a Shore A Hardness of 93 and 97 (Column 4, lines 51 - 55). 

For claim 10, the adhesive is pressure sensitive (Column 5, lines 67 - 69). 

3. The 35 U.S.C. 103(a) of claim 12 over Hornibrook et al. (USPN 4,248,762) in the office 
action dated August 23, 2010 is repeated as Applicant's arguments in the response dated 
February 23, 201 1 are found to be unpersuasive. The rejection is repeated below for Applicant's 
convenience. 

Hornibrook et al. disclose a pressure sensitive product (Column 1, lines 10-13) 
comprising: a polymer layer having a thickness between 0.002" and 0.020", thereby overlapping 
the thickness limitation of 0.020" and 0.065" (Column 2, lines 1 - 15), the polymer layer 
defining a first side (Figure 1, #1); and a double sided adhesive layer where one side of the 
double sided adhesive layer is in substantially continuous contact with the first side of the 
polymer layer (Column 2, lines 16 - 39; Figure 2, #2) and an opposing side of the double sided 
adhesive layer is disposed to adhere to the flooring environment (Column 2, lines 16 - 39; Figure 
2, #2); where the adhesive tape has a peel adhesion of 7.5 pounds per linear inch, which meets 
the limitations of a peel adhesion greater than 2.0 lb/in width (Column 5, lines 1 - 3) as in claim 
12. 
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Hornibrook et al. differs from claim 12 in two ways. First, Hornibrook et al. fails to 
disclose an anticipatory example, or ranges that are sufficiently specific to anticipate the claim 
12 range of thickness of 0.020 to 0.065". However, Hornibrook et al. teaches a range of 
thickness of 0.002" and 0.020" (Column 2, lines 1-15), which overlaps the claim 12 range of 
between 0.020 and 0.065". Overlapping ranges have been held to establish prima facie 
obviousness. See MPEP 2144.05. 

Therefore, it would have been obvious to one of ordinary skill in the art to have selected 
from the overlapping portion of the ranges of Shore A Hardness taught by Reeves et al. because 
overlapping ranges have been held to establish prima facie obviousness. 

Second, Hornibrook et al. fail to disclose that the adhesive article is specifically an 
adhesive tape. 

The term tape, as defined by Merriam- Webster's , means "a narrow flexible strip or 
band". It is well settled that a particular shape of a prior invention carries no patentable weight 
unless the applicant can demonstrate that the new shape provides significant unforeseen 
improvements to the invention. In the instant case, the application does not indicate any new, 
significant attributes of the invention due to its shape which would have been unforeseen to one 
of ordinary skill in the art. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to change the shape of the adhesive article to be in the form of a narrow strip or band. 
One skilled in the art would have been motivated to do so in order to change the appearance of 
the adhesive article. MPEP 2144.04 IV. 
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As to the limitation of "adhesive layer is disposed to adhere to the flooring 
environment", the term disposed, as defined by Merriam- Webster's , means "to give a tendency 
to". Since the adhesive product of Hornibrook et al. meets the claim limitations, it would be 
capable of, or disposed to, adhere to a flooring environment. 

Withdrawn Rejections 

4. Any rejections and or objections, made in the previous Office Action, and not repeated 
above, are hereby withdrawn due to Applicant's arguments in the response dated February 23, 
2011. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1 - 6, 9 - 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reeves et al. (USPN 5,508,084) in view of Goswami et al. (USPN 4,343,856). 

As to claim 1, Reeves et al. discloses a repositionable article that can be cut into any 
shape, (Column 7, lines 34 - 36) comprising a polymer layer (Figure 2d, #19; Column 10, lines 
21 - 29) having a Shore A Hardness of between about 70 and 140 (Column 14, lines 25 - 29) 
and a substantially uniform thickness of between about 0.020" to 0.065" (Column 10, lines 30 - 
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35) and a layer of adhesive attached to said polymer layer (Figure 2d, #13; Column 12, lines 30 - 
44). 

As to claim 11, Reeves et al. also a repositionable article that can be cut into any shape, 
(Column 7, lines 34 - 36) comprising: a polymer layer having a Shore A Hardness of between 
about 70 and 140 (Column 14, lines 25 - 29); and a layer of pressure sensitive adhesive 
comprising a first side and an opposed second side (Column 16, lines 43 - 54), the first side 
being in direct and uninterrupted contact with the polymer layer (Figure 2d) where the adhesive 
tape comprises an average thickness between 3 and 350 mils, since the backing sheet has a 
thickness of 2 to 100 mils (Column 4, lines 29 - 31) in combination with the adhesive layer 
having a thickness of 1 to 250 mils (Column 11, lines 4 - 16). 

Reeves et al. differs from claims 1 and 1 1 in two ways. First, Reeves et al. fails to 
disclose an anticipatory example, or ranges that are sufficiently specific to anticipate the claim 1 
range of Shore A Hardness and or overall tape thickness (claim 11). However, Reeves et al. 
teaches polyvinyl chloride layer (Column 14, lines 10 - 12) having a range of Shore A Hardness 
of between about 70 and 140 (Column 14, lines 25 - 29) which overlaps the claim 1 range. 
Goswami et al. teach that a polyvinyl chloride layer has a Shore A Hardness of 80 to 95 (Column 
2, lines 3-21), which overlaps the claim 1 range. Reeves et al teaches a film thickness of 2 mils 
to 100 mils (Column 10, lines 31 - 35), wherein the adhesive contains microspheres with 
diameters of 1 to 250 micrometers which protrude from the adhesive layer (Column 11, lines 4 - 
16), which would overlap the range of 65 to 69 mils. Overlapping ranges have been held to 
establish prima facie obviousness. See MPEP 2144.05. 
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Therefore, it would have been obvious to one of ordinary skill in the art to have selected 
from the overlapping portion of the ranges of Shore A Hardness taught by Reeves et al. and 
shown by Goswami et al. because overlapping ranges have been held to establish prima facie 
obviousness. 

Second, Reeves et al. fails to specifically refer to its article as being an "adhesive tape." 
Reeves et al. teaches that the article can be formed into any shape, (Column 7, lines 34 - 36). 
The term "tape," as defined by Merriam- Webster's , means "a narrow flexible strip or band." It 
is well settled that a particular shape of a prior invention carries no patentable weight unless the 
applicant can demonstrate that the new shape provides significant unforeseen improvements to 
the invention. In the instant case, the application does not indicate any new, significant attributes 
of the invention due to its shape which would have been unforeseen to one of ordinary skill in 
the art. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to change the shape to change the shape of the adhesive article to be in the form of a 
narrow strip or band. One skilled in the art would have been motivated to do so in order to 
change the appearance of the adhesive article. MPEP 2144.04 IV. 

With regard to claim 2, the article contains a substrate attached to an outermost side of 
said layer of adhesive (Column 13, lines 10 - 15). 

For claim 3, the polymer layer includes a textured surface (Figure 2d; Column 12, lines 
16 - 23). 

With regard to claim 4, the polymer layer is comprised of a polyvinyl chloride (Column 
13, lines 28 - 36). 
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Regarding claim 5, the polymer layer includes coloring pigment (Column 12, lines 25 - 

31). 

As in claim 6, the polyvinyl chloride comprises a clear polymer (Column 12, lines 25 - 

31). 

With regard to claim 9, polymer layer has a Shore A Hardness of between about 70 and 
140, which overlaps the limitation of a Shore A Hardness of 93 and 97 (Column 14, lines 25 - 
29). 

For claim 10, the adhesive is pressure sensitive (Column 8, lines 9 - 13). However, 
Reeves et al. fail to disclose that the adhesive article is specifically an adhesive tape. 

7. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hornibrook et al. 
(USPN 4,248,762). 

Hornibrook et al. disclose a pressure sensitive product (Column 1, lines 10-13) 
comprising: a polymer layer having a thickness between 0.002" and 0.020", thereby overlapping 
the thickness limitation of 0.020" and 0.065" (Column 2, lines 1 - 15), the polymer layer 
defining a first side (Figure 1, #1); and a double sided adhesive layer where one side of the 
double sided adhesive layer is in substantially continuous contact with the first side of the 
polymer layer (Column 2, lines 16 - 39; Figure 2, #2) and an opposing side of the double sided 
adhesive layer is disposed to adhere to the flooring environment (Column 2, lines 16 - 39; Figure 
2, #2); where the adhesive tape has a peel adhesion of 7.5 pounds per linear inch, which meets 
the limitations of a peel adhesion greater than 2.0 lb/in width (Column 5, lines 1 - 3). However, 
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Hornibrook et al. fail to disclose the peel adhesion is measured under a test method including 
peeling the tape at a 90 degree angle after application to a stainless steel panel. 

With regard to the limitation of disclose the peel adhesion is measured under a test 
method including peeling the tape at a 90 degree angle after application to a stainless steel panel, 
Hornibrook et al. disclose where the adhesive tape has a peel adhesion of 7.5 pounds per linear 
inch, which meets the limitations of a peel adhesion greater than 2.0 lb/in width (Column 5, lines 
1-3). Since Hornibrook et al. disclose the adhesive product made of the desired materials with 
the specific dimensions, it would be obvious to one having ordinary skill in the art that the 
adhesive product would meet the peel adhesion when peeling the tape at a 90 degree angle after 
application to a stainless steel panel. 

8. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnston et al. 
(USPN 3,895,153). 

Johnston et al. discloses an adhesive article that can be formed into any shape, (Abstract; 
Column 8, lines 16 - 20) comprising a polymer layer having a Shore A Hardness of between 
about 60 and 95 (Figure 4, #18; Column 4, lines 51 - 55) and a substantially uniform thickness 
of 10 to 60 mils or 0.010" to 0.060" (Figure 4, #18; Column 5, lines 48 - 52); and a layer of 
adhesive attached to said polymer layer (Figure 6, #38). However, Johnston et al. fail to disclose 
the adhesive tape comprises a peel adhesion greater than 2.0 lb/in width when peeled at a 90 
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degree angle under a modified PSTC-101 method where the modified PSTC'101 method 
comprises a dwell time of one hour. 

With regard to the limitation of disclose the peel adhesion is measured under a test 
method including peeling the tape at a 90 degree angle after application to a stainless steel panel, 
Johnston et al. disclose the adhesive product made of the desired materials with the specific 
dimensions, it would be obvious to one having ordinary skill in the art that the adhesive product 
would meet the peel adhesion when peeling the tape at a 90 degree angle after application to a 
stainless steel panel. 

Declaration under 37 C.F.R. 1.132 

9. The declaration under 37 CFR 1.132 filed February 23, 201 1 is insufficient to overcome 
the rejection of claims 1 - 7 and 9 - 12 based upon the 102(b) and 103(a) rejections as set forth in 
the last Office action because: The applicant has provided no clear evidence that the references 
are obvious rejections over the claimed invention. 

10. In view of the foregoing, when all of the evidence is considered, the totality of the 
rebuttal evidence of nonobviousness fails to outweigh the evidence of obviousness. 

Response to Arguments 

11. Applicant's arguments filed February 23, 201 1 have been fully considered but they are 
not persuasive. 
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Applicant's arguments with regard to the 112 1 st and 2nd paragraph are moot since the 
rejections have been withdrawn. 

With regard to Applicant's arguments that DeRusha fails to disclose its tape on "a 
flooring environment", a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. The structure of DeRusha is capable of 
adhering to a floor, thereby meeting the claimed limitation. 

With regard to Applicant's argument that Johnston et al. fail to disclose the adhesive 
layer attached to the polymer layer with regard to claim 1, the claim language does not state that 
the adhesive layer has to be in direct contact with the polymer layer with no layers in between 
the polymer and adhesive. The open language of the claim, i.e. comprising, allows for layers to 
be in between the adhesive and the polymer layer. Therefore, Johnston et al. discloses the 
claimed adhesive tape. 

With regard to Applicant's argument that Johnston et al. fail to disclose the pressure 
sensitive adhesive being in direct and uninterrupted contact with the polymer layer, please see 
the new rejection in view of Reeves et al. 
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With regard to Reeves failing to disclose the Shore A hardness range, please see the new 
rejection of Reeves in view of Goswami et al. 

With regard to Applicant's arguments that Hornibrook fails to disclose its tape on "a 
flooring environment", a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. The structure of Hornibrook is capable of 
adhering to a floor, thereby meeting the claimed limitation. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PATRICIA L. NORDMEYER whose telephone number is 
(571)272-1496. The examiner can normally be reached on Mon.-Fri. from 10:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alicia Chevalier can be reached on (57 1) 272-1490. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Patricia L. Nordmeyer 
Primary Examiner 
Art Unit 1788 

/Patricia L. Nordmeyer/ 
Primary Examiner, Art Unit 1788 



